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Sir: 

I. Error in the Rejections : 

The Advisory Action dated May 10, 2006 ("advisory 
action") states that claims 6-8 and 14-16 are rejected under 
35 U.S.C. §103 (a) for obviousness over U.S. Patent No. 
5,478,727 to Roizman et al. ("Roizman") , U.S. Patent No. 
5,607,831 to Henkart et al. ( "Henkart" ) , Kido et al., Advances 
in Enzyme Regulation, 36:325-347 (1996) ("Kido") and de Jong 
et al., Antiviral Research, 39:141-162 (1998) ("de Jong") . 
However, it is applicants' position that no motivation is 
provided to combine the references in the manner cited in the 
advisory action. 

II. Remarks to Overcome Error in the Rejections : 

The disclosures of Roizman, Henkart, Kido and de 
Jong are discussed extensively in the prosecution history. 
Briefly, Roizman and Henkart relate exclusively to viral 
proteases. Kido relates to cellular protease involvement in 
enveloped animal viruses, HIV, influenza virus A and Sendai 
virus. de Jong relates to human cytomegalovirus and its 
persistence in latent form. 

Roizman, Henkart, Kido and de Jong are not properly 
combinable. The U.S. Patent and Trademark Office ("PTO") has 
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provided no basis for a motivation of one skilled in the art, 
either in the references or in the state of the art, to make 
the cited combination. If one assumes, for example, that one 
skilled in the art was motivated to modify Roizman (which 
applicants submit they were not) , one would have had to modify 
Roizman (which relates exclusively to viral proteases) to 
administer calpain inhibitors (which are not disclosed or 
suggested in Roizman) and decrease levels of functional 
cellular protease in the cells (which is not disclosed or 
suggested in Roizman) . The PTO appears to rely on Kido for 
motivating one skilled in the art to decrease functional 
cellular proteases in a method of decreasing viral replication 
of HCMV. However, one skilled in the art would not have 
looked to Kido, as Kido relates exclusively to particular, 
specific viruses, none of which is HCMV. Further, the PTO 
appears to further rely on de Jong for motivation to modify 
Roizman (for example, see the office action dated January 27, 
2006 ("office action") (page 8, second paragraph) which 
indicates that the basis for the cited combination is "the 
prior art as a whole") , to decrease viral replication of HCMV. 
Although not specifically stated, the implication of the PTO 
appears to be that one skilled in the art would have been 
motivated to treat HCMV in a manner similar to the treatment 
of HIV because de Jong teaches that HCMV may be present in 
persons infected with HIV. However, there is no suggestion in 
de Jong, or in any of the cited references, that treatment of 
HIV with any compound, let alone a calpain inhibitor, results 
in decreasing viral replication of a HCMV. 

In addition, there is no motivation in any of the 
references, or in the state of the art, to suggest to one 
skilled in the art to use the calpain inhibitors of Henkart to 
treat anything other than HIV. Even if, assuming arguendo, 
that (1) a motivation to combine the references is provided, 
which applicants submit it is not and (2) the teaching of 
Roizman is as stated in the office action, which applicants 
submit, it is not, the cited combination would only teach, at 
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most, a method of treating HIV infection by decreasing levels 
of functional cellular protease in the cells by exposing the 
cells to a calpain inhibitor. The fact that de Jong teaches 
CMV disease in HIV-infected persons being caused by 
reactivation of latent virus does not provide motivation to 
treat CMV disease in a manner similar to treatment of HIV. 
Applicants respectfully assert that this argument meets an 
''obvious to try" standard. 



and 14-16 under 35 U.S.C §103 as obvious over the cited 
references is improper and must be withdrawn. 



16 under 35 U.S.C. § 103 as obvious over Henkart and de Jong 
in view of U.S. Patent No. 6, 015, 787 to Potter (''Potter") is 
respectfully traversed because this rejection has not been 
repeated in the advisory action. 



this case is in condition for allowance and such allowance is 
earnestly solicited . 



For the above reasons, the rejections of claims 6-8 



Applicants assume that the rejection of claims 8 and 



In view of the foregoing, applicants submit that 



Respectfully submitted, 
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